418 F.3d 1349, *; 2005 U.S. App. LEXIS 16865, 
76 U.S.P.Q. (BNA) 1078 
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evaluated. The Board did not discuss the generic concept 
that both Capon and Eshhar described - the concept of 
selecting and combining a gene sequence encoding the 
variable domain of an antibody and a sequence encoding 
a lymphocyte activation protein, into a single DNA se- 
quence which, upon expression, allows for immxme re- 
sponses that do not occur in nature. The record does not 
show this concept to be in the prior art, and includes ex- 
perimental verification as well as potential variability in 
the concept. 

Whether the inventors demonstrated sufficient gen- 
erality to support the scope of some or all of their claims, 
must be determined claim by claim. The Board did not 
discuss the evidence with respect to the generality of the 
invention and the significance of the specific examples, 
instead simply rejecting all the claims for lack of a com- 
plete chimeric DNA sequence. As we have discussed, 
that reasoning is inapt for this case. The Board's position 
that the patents at issue were merely an "invitation to 
[**31] experiment" did not distinguish among the par- 
ties' broad and narrow claims, and fiirther concerns en- 
ablement more than written description. See Adang v. 
Fischhoff, 286 FJd 1346, 1355 (Fed. Cir. 2002) (en- 
ablement involves assessment of whether one of skill in 
the art could make and use the invention without imdue 
experimentation); In re Wright, 999 F.2d 1557, 1561 
(Fed. Cir. 1993) (same). Although the legal criteria of 
enablement and written description are related and are 



often met by the same disclosure, they serve discrete 
legal requirements. 

The predictability or unpredictability of the scjience 
is relevant to deciding how much experimental support is 
required to adequately describe the scope of an iiiven- 
tion. Our predecessor court summarized in In re Sforrs. 
44 C.C.P.A. 981, 245F.2d474. 478, 1957 Dec. Cdmm'r 
Pat. 361 (CCPA 1957) that "it must be borne in mind 
that, while it is necessary that an applicant for a patent 
give to the public a complete and adequate disclos^u-e in 
return for the patent grant, the certainty required <i)f the 
disclosure is not greater than that which is reasoMble, 
havmg due regard to the subject matter involved.'" This 
aspect may [**321 warrant exploration on remand. 

In summary, the Board erred in ruling that § 112 
imposes a per se rule requiring recitation in the specjifica- 
tion of the nucleotide [*1361] sequence of claimed 
DNA, when that sequence is already known in the field. 
However, the Board did not explore the support foif each 
of the claims of both parties, in view of the specific ex- 
amples and general teachings in the specification^ and 
the known science, with application of precedent gijiding 
review of the scope of claims. 

We remand for appropriate further proceedings; 

VACATED AND REMANDED 
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WHEREAS, WE, LLOYD G. MITCHELL, a citizen of the United Stak, 
residing in the City of Durham, State of North Carolina, whose post office address is 
4500 Highgate Drive, Durham, NC 27713, and MARIANO A. GARCIA-BLANCO, z 
citizen of the United States, residmg in the City of Durham, state of North Carolina,' 
whose post office address is 12 Sanderling Court, Durham, North Carolina 27713 hav ; 
made an invention entitled "METHODS AND COMPOSITIONS FOR USE IN 
SPLICEOSOME MEDIATED RNA TRANS-SPLICING" as set forth and described i i 
application for Letters Patent of the United States Serial No. 09/158,863, filed September 
23, 1998; and 

WHEREAS, INTRONN HOLDINGS, LLC, having an office for the 
transaction of business at 14428 Marine Drive, Silver Spring, MD, 20905 is desirous of 
acquiring the entire right, title and interest in and to said invention and any improvements 
thereon, and in and to the said application for Letters Patent therefor, and any Letters 
Patent which may be obtained therefor; 

NOW, THEREFORE, TO ALL WHOM IT MAY CONCERN, BE IT 
KNOWN, that WE, the said LLOYD G. MITCHELL and MARIANO A. GARCIA- 
BLANCO, for and in consideration of the sum of One Dollar ($1.00), lawful money of 
the United States, to us in hand paid by said ESfTRONN HOLDINGS, LLC, and other 
valuable considerations unto us moving firom said INTRONN HOLDINGS, LLC, at or 
before the ensealing and delivery of these presents, the receipt of which is hereby 
acknowledged, have sold, assigned, transferred and conveyed and by these presents do 
sell, assign, transfer and convey, unto said INTRONN HOLDINGS, LLC, its successoj-s 
and assigns, the entire right, title and interest in and to the said invention entitled 
"METHODS AND COMPOSITIONS FOR USE IN SPLICEOSOME MEDL^TED RNA 
TRANS-SPLICING" as set forth and described in appUcation for Letters Patent of the 
United States Serial No.No. 09/158,863, filed September 23, 1998, and any and all 
improvements thereon, and in and to said appHcation and any division, continuation or 
continuation-in-part thereof, and in and to any Letters Patent of the United States which 
may be issued on any of said applications, and any reissues thereof, and in and to any and 
all applications for Letters Patent filed in foreign countries for said invention or 
improvements, including all priority rights under the Paris Convention, and any and al 
Letters Patent which may be granted in foreign countries therefor, TO HAVE AND TO 
HOLD THE SAME to the fiiU end of the term or terms for which any and all said Letters 
Patent may be granted; 

AND WE, the said LLOYD G. MITCHELL and MARIANO A. 
GARCIA-BLANCO, do hereby authorize and request the Commissioner of Patents and 
Trademarks to issue the said Letters Patent of the United States to said INTRONN 
HOLDINGS, LLC, as the assignee of the entire right, titie and interest in and to the same, 
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for the sole use and behoof of said INTRONN HOLDINGS, LLC, its successors and 
assigns; 

AND, WE, the said LLOYD G. MITCHELL and MARL\NO A. 
GARCIA-BLANCO, for the considerations aforesaid, do hereby covenant and agree to 
and with said INTRONN HOLDINGS, LLC, its successors and assigns, that we have the 
full power to make this assignment, and that the rights assigned are not encumbered by 
any grant, hcense or right heretofore given, and that we, our executors or administrators, 
shall and will do all lawful acts and things and make, execute and deliver without further 
compensation, any and all otiier instruments in writing, further appUcations, papers, 
affidavits, powers of attomey, assignments, and other documents which, in the opinion of 
counsel for said INTRONN HOLDINGS, LLC, its successors and assigns, may be 
required or necessary to more effectively secure to and vest in said INTRONN 
HOLDINGS, LLC, its successors and assigns, the entire right, title and interest in and to 
said invention and improvements, appHcations, Letters Patent, rights, benefits, privileges 
and advantages hereby sold, assigned, transferred and conveyed, and that we will sign 
any applications for reissue which may be desired by the owner of the patent or patents 
which may be issued for the said invention or improvements. 

IN WITNESS WHEREOF, I, the said LLOYD G. MITCHELL, have 
hereunto set my hand and seal on the date below written. 



LLOYD G. MITCHELL 

STATE OF^flt' • ) 

. : ss.: 
COUNTY OFf^UuU^a^ 

A l9ff 

BE IT KNOWN, that on this^-fcfciav of UfWi^fliiJi . ;4)9firbefore me 
personally came LLOYD G. MITCHELL, to me known ^d Imownf o me to be the 
person mentioned in and who executed the foregoing assignment, ^d he acknowledged 
to me that he executed the same as his fi-ee act and deed for the use and purposes therein 
mentioned. 



liiotary Pu^ic 
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